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DETAILED ACTION 
Restriction 

Claims 1-12 are withdrawn from further consideration piirsuant to 37 CFR 1.142(b) as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Election was made without fraverse in the reply filed on May 27, 2008. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubUc use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

Claims 15-18 are rejected under 35 U.S.C. 102(b) as being anticipated by Nelsen et al., 
GB-2,301,548. 

Regarding claim 15, as best understood, Nelsen et al. disclose, in Figure 5, a screwed 
joint comprising a flange 14, a drive element 10', a nut 46, and a bolt 22. The bolt 22 is on the 
drive element 10'. The drive element 10' and the flange 14 are screwed together at least by the 
nut 46 and the bolt 22. The nut 46 has an undercut Al (the groove; see marked-up attachment) at 
least on a portion of the nut 46 from a direction of the flange 14. The portion is spaced axially in 
relation to the flange 14. The undercut Al (the groove; see marked-up attachment provided in 
the last Office action) has a radial wall A2 (every groove inherently has a radial wall) facing the 
flange 14. The undercut Al is open (note that if the undercut Al were not open, the undercut 
would not be a groove). The nut 46 is extended axially by a shank A3. As detailed above, the 
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prior art structure is substantially identical to the claimed structure such that the PTO must 
presume claimed functions/properties (i.e., functional intended use with a tool, etc.) to be 
inherent, thus presenting a prima facie case and properly shifting the burden to prove otherwise 
with evidence to the applicant. It is fairly the applicant's burden to obtain and test the prior art 
since the Patent Office is unable to manufacture or obtain prior art products. Mere allegation 
that the prior art does not inherently posses applicant's claimed functions/properties is not 
sufficient without actual evidence proving as much. See the following: 

• MPEP §2112.01 (I); 

• MPEP §2114; 

• In re Ludtke, 441 F.2d 660, 664, 169 USPQ 563, 566 (CCPA 1971); 

• In re Brown, 459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA 1972); 

• In re Best. 562 F.2d 1252, 1255, 195 USPQ 430, 433-34 (CCPA 1977); 

• In re King, 801 F.2d 1324, 1327, 231 USPQ 136, 138 (Fed. Cir. 1986); 

• In re Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed.Cir. 1990); 

• In re Schreiber, 128 F.3d 1473, 1478 44 USPQ2d 1429, 1432 (Fed.Cir. 1997) 
Regarding claim 16, the undercut Al is at least one radial recess Al. 
Regarding claim 17, the radial recess Al is at least one annular groove Al. 
Regarding claim 18, the bolt 22 has an external thread. The nut 46 has an internal thread 

corresponding to the external thread (page 5, 2-4). The annular groove Al is on an outer side 
facing away radially from the internal thread (the groove is on the outside of the intemal thread). 
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Claims 15-19 are rejected under 35 U.S.C. 102(b) as being anticipated by Hetmann et al., 
3,635,303. 

Regarding claim 15, as best understood, Hetmann et al. disclose, in Figure 2, a screwed 
joint comprising a flange 67, a drive element 54, a nut 57, and a bolt (threaded portion where nut 
is threaded). The bolt is on the drive element 54. The drive element 54 and the flange 67 are 
screwed together at least by the nut 57 and the bolt. The nut 57 has an undercut 58 at least on a 
portion of the nut 57 from a direction of the flange 67. The portion is spaced axially in relation 
to the flange 43. The undercut 58 has a radial wall (every groove has two radial walls) facing the 
flange 67. The undercut 58 is open. The nut 57 is extended axially by a shank Al (see marked- 
up attachment provided in the last Office action). As detailed above, the prior art structure is 
substantially identical to the claimed structure such that the PTO must presume claimed 
functions/properties (i.e., functional intended use with a tool, etc.) to be inherent, thus presenting 
a prima facie case and properly shifting the burden to prove otherwise with evidence to the 
applicant. It is fairly the applicant's burden to obtain and test the prior art since the Patent Office 
is unable to manufacture or obtain prior art products. Mere allegation that the prior art does not 
inherently posses applicant's claimed fimctions/properties is not sufficient without actual 
evidence proving as much. See the following: 

• MPEP §2112.01 (I); 

• MPEP §2114; 

• In re Ludtke. 441 F.2d 660, 664, 169 USPQ 563, 566 (CCPA 1971); 

• In re Brown, 459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA 1972); 

• In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433-34 (CCPA 1977); 
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• In re King, 801 F.2d 1324, 1327, 231 USPQ 136, 138 (Fed. Cir. 1986); 

• In re Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed.Cir. 1990); 

• In re Schreiber, 128 F.3d 1473, 1478 44 USPQ2d 1429, 1432 (Fed.Cir. 1997) 
Regarding claim 16, the undercut 58 is at least one radial recess 58. 

Regarding claim 17, the radial recess 58 is at least one annular groove 58 (col. 4, 11. 6-8). 

Regarding claim 18, the bolt has an extemal thread. The nut 57 has an internal thread 
corresponding to the extemal thread. The annular groove 58 is on an outer side facing away 
radially from the internal thread. 

Regarding claim 19, Hetmann et al. disclose, in Figure 2, a screw joint comprising a drive 
element 55, a flange 43, and a nut 57. The drive element 55 has an integral boU 54. The nut 57 
is threaded to the bolt 54 connecting the drive element 55 and the flange 43. The nut 57 has an 
undercut 58 on a portion of the nut 57 from a direction of the flange 43. The undercut 58 has a 
radial wall facing the flange 57. The nut fiirther has an axially extending shank Al (see marked- 
up attachment provided in the last Office action) that is axially within the flange 43. The shank 
Al has an intemal thread threaded on the bolt 54. 

Claims 15-19 are rejected under 35 U.S.C. 102(b) as being anticipated by Kato, 

5,651,588. 

Regarding claim 15, as best understood, Kato discloses, in Figure 1, a screwed joint 
comprising a flange 20, a drive element 24, a nut 26, and a bolt 24a. The bolt 24a is on the drive 
element 24. The drive element 24 and the flange 20 are screwed together at least by the nut 26 
and the bolt 24a. The nut 26 has an undercut Al (see marked-up attachment) at least on a 
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portion of the nut 26 from a direction of the flange 20. The portion is spaced axially in relation 
to the flange 20. The undercut Al has a radial wall A2 (every groove has two radial walls) 
facing the flange 20. The undercut Al is open. The nut 26 is extended axially by a shank A3. 
As detailed above, the prior art structure is substantially identical to the claimed structure such 
that the PTO must presume claimed functions/properties (i.e., functional intended use with a 
tool, etc.) to be inherent, thus presenting a prima facie case and properly shifting the burden to 
prove otherwise with evidence to the applicant. It is fairly the applicant's burden to obtain and 
test the prior art since the Patent Office is unable to manufacture or obtain prior art products. 
Mere allegation that the prior art does not inherently posses applicant's claimed 
fiinctions/properties is not sufficient without actual evidence proving as much. See the 
following: 

• MPEP §2112.01 (I); 

• MPEP §2114; 

• In re Ludtke, 441 F.2d 660, 664, 169 USPQ 563, 566 (CCPA 1971); 

• In re Brown, 459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA 1972); 

• In re Best. 562 F.2d 1252, 1255, 195 USPQ 430, 433-34 (CCPA 1977); 

• In re King, 801 F.2d 1324, 1327, 231 USPQ 136, 138 (Fed. Cir. 1986); 

• In reSpada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed.Cir. 1990); 

• In re Schreiber, 128 F.3d 1473, 1478 44 USPQ2d 1429, 1432 (Fed.Cir. 1997) 
Regarding claim 16, the undercut Al is at least one radial recess Al. 
Regarding claim 17, the radial recess Al is at least one annular groove Al. 
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Regarding claim 18, the bolt 24a has an external thread (it is known that bolts inherently 
have an external thread to connect to the nut). The nut 26 has an internal thread corresponding to 
the external thread. The annular groove Al is on an outer side facing away radially from the 
internal thread. 

Regarding claim 19, Kato discloses, in Figure 1, a screw joint comprising a drive element 
24, a flange 20, and a nut 26. The drive element 24 has an integral bolt 24a. The nut 26 is 
threaded to the bolt 24a connecting the drive element 24 and the flange 20. The nut 26 has an 
undercut Al (see marked-up attachment) on a portion of the nut 26 from a direction of the flange 
20. The undercut Al has a radial wall A2 facing the flange 20. The nut 26 further has an axially 
extending shank A3 that is axially within the flange 20. The shank 24a has an internal thread 
threaded on the bolt 24a (note that nuts are known to have an internal thread to connect to a bolt 
that inherently has a thread). 

Response to Arguments 

Applicant's arguments with regard to the claim rejections have been ftiUy considered but 
they are not persuasive. 

Applicant argues that the prior art fails to expressly disclose the limitation "to be 
engageable axially from behind by clamping elements of an assembly tool" (claim 15). This is 
not persuasive. Clearly, applicant does not seek narrow protection of an assembly tool. Rather 
applicant seeks to prevent others from making/selling applicant's screwed joint regardless of 
whether or not others make/sell the assembly tool in positive structural combination therewith 
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(i.e., the joint is not structurally limited by a tool but is merely intended for functional use 
therewith). Accordingly, the following guidelines apply: 

• MPEP §21 12.01 (I) states "When the structure recited in the reference is 
substantially identical to that of the claims , claimed properties or functions are 
presumed to be inherent. . . [and] a prima facie case of either anticipation or 
obviousness has been established" (emphasis added); 

• MPEP §2114 states "Apparatus claims must be structurally distinguishable from the 
prior art. . . [and the] Manner of operating the device does not differentiate apparatus 
claim from the prior art. . . [and a] claim containing a 'recitation with respect to the 
manner in which a claimed apparatus is intended to be employed does not 
differentiate the claimed apparatus from the prior art apparatus' if the prior art 
apparatus teaches all the structural limitations of the claim. Ex parte Masham, 2 
USPQ2d 1647 (Bd. Pat. App. & Inter. 1987)" (emphasis in original). 

• "Where, as here, the claimed and prior art products are identical or substantially 
identical, or are produced by identical or substantially identical processes, the PTO 
can require an applicant to prove that the prior art products do not necessarily or 
inherently possess the characteristics of his claimed product. See In re Ludke, supra. 
Whether the rejection is based on 'Inherency' under 35 USC 102, on 'prima facie 
obviousness' under 35 USC 103, jointly or altematively, the burden of proof is the 
same, and its fairness is evidenced by the PTO's inability to manufacture products or 
to obtain and compare prior art products. See In re Brown, 59 CCPA 1036, 459 F.2d 
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531, 173 USPQ 685 (1972)" (emphasis added) /« re Best, 562 F.2d 1252, 1255, 195 
USPQ 430, 433-34 (CCPA 1977); 

• "Apparatus must be distinguished from the prior art in terms of structure rather than 
fiinction." In re Schreiber, 128 F.3d 1473, 1477-78 44USPQ2d 1429, 1431-32 

(Fed.Cir.1997) 

• "Apparatus claims cover what a device is, not what a device does." See Hewlett- 
Packard Co. V. Bausch & Long Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 
(Fed. Cir. 1990) 

• "[I]t is elementary that the mere recitation of a newly discovered function or property, 
inherently possessed by things in the prior art, does not cause a claim drawn to those 
things to distinguish over the prior art. Additionally, where the Patent Office has 
reason to believe that a ftinctional limitation asserted to be critical for establishing 
novelty in the claimed subject matter may, in fact, be an inherent characteristic of the 
prior art, it possesses the authority to require the applicant to prove that the subject 
matter shown to be in the prior art does not possess the characteristic relied on." 
(emphasis added) In re Swinehart. 58 CCPA -, -F.2d -, 169 USPQ 226 (1971), and 
In reLudtke, 441 F.2d 660, 664, 169 USPQ 563, 566 (CCPA 1971); 

• "[l]t is the patentability of the product claimed and not of the recited process steps 
which must be established. We are therefore of the opinion that when the prior art 
discloses a product which reasonably appears to be either identical with or only 
slightly different than a product claimed in a product-by-process claim, a rejection 
based altematively on either section 102 or section 103 of the statute is eminently fair 
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and acceptable. As a practical matter, the Patent Office is not equipped to 
manufacture products by the myriad of processes put before it and then obtain prior 
art products and make physical comparisons therewith." (emphasis added) In re 
Brown, 459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA 1972); 

• "Contrary to appellant's reasoning, after the PTO establishes a prima facie case of 
anticipation based on inherency, the burden shifts to appellant to prove that the 
subject matter shown to be in the prior art does not posses the characteristic relied 
on. . . Here, appellant's burden before the board was to prove that Donley's structure 
does not perform the so-called method defined in the claims when placed in ambient 
light. Appellant did not satisfy that burden, it did not suffice merely to assert that 
Donley does not inherently achieve enhanced color through interference effects, 
challenging the PTO to prove the contrary by experiment or otherwise. The PTO is 
not equipped to perform such tasks." In re King, 801 F.2d 1324, 1327, 231 USPQ 
136, 138 (Fed. Cir. 1986); 

• "Spada was reasonably required to show that his polymer compositions are different 
fi-om those described by Smith. This burden was not met by simply including the 
assertedly different properties in the claims. When the claimed compositions are not 
novel they are not rendered patentable by recitation of properties, whether or not 
these properties are shown or suggested in the prior art." In re Spada, 911 F.2d 705, 
709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). 
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• MPEP §716.01(c )(II) states "The arguments of counsel cannot take the place of 
evidence in the record. In re Schulze. 346 F.2d 600, 602, 145 USPQ 716, 718 (CCPA 
1965)." 

Applicant remaining arguments similarly allege that the prior art structure reading on 
applicant's claimed structure is not capable of functioning as claimed by applicant. As detailed 
in MPEP 21 12.01, 21 14, and the case law noted above, when the prior art anticipates or makes 
obvious applicant's claimed structure, the burden lies with applicant (not the Office) to obtain 
and test the prior art, and submit actual evidence proving the prior art incapable of performing 
the claimed functions. This burden is fairly the applicant's since it is the applicant, not the 
Office, that is endeavored in the making of screwed joints. If applicant unable or unwilling to 
submit such evidence of non-functionality, then the examiner strongly suggests amending the 
claims to obtain patentability based upon on structural limitations, rather than mere functional 
intended use. 

Conclusion 

THIS ACTION IS MADE FINAL. Apphcant is reminded of the extension of time 

policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
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will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Victor MacArthur whose telephone number is (571) 272-7085. 
The examiner can normally be reached on 8:30am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel P. Stodola can be reached on (571) 272-7087. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http ://pair-direct.uspto . gov . Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197. 


February 23, 2010 


A^ictor MacArthur/ 
Primary Examiner, Art Unit 3679 


